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REMARKS 

Present Status of the Applicatmn 

The Office Action has rejected claims 1, 2. 3, 12-14, 19. and 20 under 35 U.S.C. 
102(b), as being anticipated by Dutcher (US-4,498,581, hereinafter "Dutcher"). The 
Office Action also rejected claims 4-6. U. and 20 under 35 U.S.C. 103(a) as being 
unpatentable over Dutcher. The Office Action has rejected claim 15 under 35 U.S.C. 
103(a), as being unpatentable over Dutcher in view of Friedland et al. (US-6,238,762; 
hereinafter "Friedland"). Claims 7-9 and 16-18 are rejected under 35 USC 103(a) as being 
unpatentable over Dutcher in view of Cuffey ct al. (US -2, 967,0 10. hereinafter "Cuffey"). 

Applicants respectfully traverse the rejections and amend the claims. 

After entry of the foregoing amendments, claims 1-9, 11-14, 16-18, and 20 remain 
pending in the present application, and reconsideration of those claims is respectftilly 
requested. 

Discussion of Rejections Under 35 USC 102(b) 

The Office Action has rejected claims i, 2, i. 12-14, 19, and 20 under 35 U.S.C. 
102(b) as being anticipated hy Dutcher (08-4.498,581, hereinafter "Dutcher"). 

Applicants respectfully submit that independent claims 1 and 12 are allowable for 
at least the reason that Dutcher fails to teach or disclose each and every feature of the 
independent claims 1 and 12. 

Claims 1 and 12 recite respectively; 
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Claim 1. An easily tearable film, comprisinfi a unidirectionally 
tearable film witli a plurality of cutting lines tJiereon, wherein 

an adhesive layer for sti cking the easily tearable film an an Qbiect, 
wherein the adhesiv e layer is located qd a surface of the itnidirectionallv 
tearable film: 

tlie unidirectionally tearable film has a tearing direction; and 
each cutting line has a first end point and a second end point, and 
has a joining point with an imaginary straight line parallel to the tearing 
direction that passes the first end point of a next cutting line. 



Claim 12. A method for preparing an easily tearable adhesive film^ 
comprising: 

providing a unidirectionally tearable fibn that has a tearing direction; 
forming an adhesive laver on a surface of tlie unidirectionally tearable film; and 
forming a plurality of cutting lines on the unidirectionally tearable fihn, wherein 
each cutting line has a first end point and a second end point and has a joining point with 
an imaginaiy straight h'ne parallel to the tearing direction that passes the first end point of 
a next cutting line. 



Furthermore, paragraph [0031] of the present invention recites the following: 

[0031] On the other hand, a flow chart of preparing an easily teamble film 
according to this invention is shown in FIG. 5. In step 500, a unidirectionally tearable film 
haying a tearing direction is provided, wherein the examples of the material of the 
unidirectionally tearable film are described above. The step 500 may be followed by other 
steps, such as a step of forming an adhesive layer on the surface of the unidirectionally 
tearable film. When an adhesive layer is formed on the easily tearable film, it can 
stick to an object after being torn apart. 



Based upon the description and inherent / implicit teachings of the "adhesive 
layer" formed on the surface of the easily tearable film in paragraph [003 1] in the present 
invention, especially witli respect to the part of "tw]hcn an adliesive layer is formed on 
the easily tearable film, it can stick to an object after being torn apart"^ it can be 
deduced, interpreted, and understood by a person slcilled in the art that the above 
"adhesive layer** is IMPLICTLY OR INHERENTLY DEFINED in claims 1 and 12 
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tobe coated throughou t tho entire fihn to be able to tlien have the described featiire of 
"stick to an object after being torn apart". This is became if the adhesive is only partially 
coated in limited regions as shown in FIG. 1 in Dutcher in tlie foim of ''^adhesive stiips 
28, 30'', the remaining film will not be able to remain sticking to an object after being 
torn apart IF when the remaining fihn included only parts that DO NOT have adhesive 
strips on them since Dutcher clearly DOES NOT teach explicitly, inherently, or 
implicitly of coating the entire fihn with an "adhesive layer'*, hi other woids, a remaining 
film (due to weight by gravity) will certainly not itsraam sticking to an object when all of 
the portion of the film tliat do indeed contain the adhesive are completely removed. 

Applicants submit that claims 1 and 12 patently define over Dutcher for at least 
the reason that Dutcher fails to disclose at least the features emphasized above. In other 
words, the ^'adhesive layer" coated throughout the entire surface of the fihn in claims 1 
and 12 of the present invention is NOT EQUIVALENT OR THE SAME AS the 
"adhesive strip" coated in limited portions as defined in Dutcher. 

Discussion of Refcetions Under 35 USC 103ra) 

The Office Action has rejected claims 4-6, U, and 20 under 35 US.C, 103CaJ as 
being unpatentable over Dutcher. Furthermore, claim 15 is rejected under 35 U.S,C. 
103(aX as being unpatentable oyer Dutcher in view ofFriedland et al (US-6,238J62; 
hereinafter "Friedland"), Claims 7-9 and 16-18 are rejected under 35 USC 103(a) as 
being unpatentable over Dutcher in view qfCuffey et al. 
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In regards to rejections to claims 4-6, 1 1 , atid 20, the "adhesive layer'' in claims 1 
and 12 as fully described in the previous discussion of rejections under 35 USC 102(b) is 
also clearly patentable over Dutcher in rejections iinder 35 USC 103(a) based upon the 
following traversal below. 

MPEP 2143,01 recites the foUovang: "If the proposed modification or 
combination of the prior art would change the principle of operation of the prior art 
invention being modified, then the teachings of the references are not sufficient to render 
the claims prima facie obvious. In re Ratti, 270 F.2d 810, 123 USPQ 349 (CCPA 1959)." 
The modification of a "adhesive strip" to become an "adhesive layer*' to be coated on the 
entire surfeces of the carton wall panels would be certainly deemed to change the 
principle of operation of tlie "adhesive strip" of Dutcher. The original principle of 
operation of the "adhesive strip" jn Dutcher is for the adherence of tlie top wall panels 18 
and 40 together. On the other hand, the principle of operation for the "adhesive layer*' in 
claims 1 and 1 2 of the present invention is "so that the easily tearable film 100 can stick to 
an object after it is torn" (as found in paragraph [0027] of the present invention). 

Furthermore, MPEP 2144.08 recites the following: "... In re Bell, 991 F.2d 781, 
783. 26 USPQ2d 1 529, 1531 (Fed. Cir. 1 993) ("The PTO bears the burden of estaWishuig 
a case of prima facie obviousness.")" Indeed, tlie present application demonstrates 
nonobviousness over Dutcher in view of FriedJand as well as over Dutcher in view of 
Cuffey. 

Based on the above traversal, the teachings of Dutcher are not sufficient to render 
the claims prima facie obvious, and the rejections to claims 4-6, 11, and 20 should be 

8 



PAGE 9(10 * RCVD AT 6/2212006 10:05:19 PM (Eastern Daylight fime] * SVR:USPTO-EFXRF-2/20 ' DNIS:2738300 * CSIO: ' DURATION (innKS):03-16 



• • •JUN-23-2006 FRI 10:09 



FAX NO. 



P. 10/11 



Customer No.: 3 1561 
Application No.: 10/708,366 
Docket No.: I2456-US-PA 

overcomed based on the patentability of ''adhesive layer" in independent claims 1 and 12. 
Claims 4-6, ai, and 20, which depend from claims 1 and 12 respectively, are also 
patentable over Dutdier, at least because of their dependency from an allowable base 
claim. 

Claim 15 is canceled, thus rendering the rejection to claim 15 under 35 U,S.C. 
103(a) as being unpatentable over Dutchcr in view of Friedland to be moot. 

In regards to rejections to claims 7-9 and 16-18, the "adhesive layer" in claims 1 
and 12 as fully described in the previous discussion of rejections under 35 USC 102(b) is 
also clearly patentable over Dutcher in view of Cufifey et al. (US-2,967,010, hereinafter 
"Cufley'-) in rejections under 35 USC 103(a). Neither Dutcher nor Cuffey teaches of the 
"adhesive layer" found in claims 1 and 12 of the present invention. Claims 7-9 and 16-18, 
which depend from claims 1 and 12 respectively, are also patentable over Dutcher in view 

« 

of Cuffey, at least because of their dependency from an allowable base claim. 
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CONCLUSION 



For at least the forefioing reasons, it is believed that the pending claims I -9, 1 1 -1 4, 
16-18, and 20 are in proper condition for allowance. If the Examiner believes that a 
telephone confej-ence v^ould expedite the examijiation of the above-identified patent 
application, the Exaaniner is invited to call the undersigned. 



Jianq Chyun Intellectual Property Office 

T^Floor-l^No. 100 

Roosevelt Road, Section 2 

Taipei, 100 

Taiwan 

Tel: 01 J -886-2-2369-2800 

Fax: 01 1-886-2-2369-7233 
Email: belinda^jicipgrQUp.CQm .tw 
Usa@i cipG roup .com .tw 




Respectfully submitted. 




Belinda Lee 



Registration No.: 46,863 
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